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Remarks 

Claims 1, 72, 73, 79, 81 and 83-99 have been amended. Claims 1 and 72-99 are pending. 

As originally written claims 83-99 did not invoke 35 U.S.C §112, ^[6 as the claims do 
not recite the phrase "step for" and do recite acts. In the present amendment, claims 83-99 have 
been amended to explicitly recite "the acts of or <fc the act of to make even more clear that none 
of the limitations in any of these claims invoke 35 U.S,C. §112, 16. Rather, where a limitation 
falls within 35 U.S.C. §112, ^6, to aid in the public notice function of the claims, Applicants 
have explicitly recited either the phrase "means for ..." or "step for ..." for those limitations 
invoking 35 U.S.C. §112, ^6." Similarly, to aid in the public notice function of the claims, 
limitations which do not explicitly recite the phrase "means for* 7 or "step tor" do not invoke 35 
U.S.C. §112,H6. 

L SI 12. f 2 Rejections 

In the Office Action dated June 16, 2004, claims 1, 72, 79, and 81-82 were rejected under 
35 U.S.C. §1 12, 1|2. More specifically, it was stated that the phrase "the value" lacked suitable 
antecedent in claim 1, line 10; claim 72, line 10; claim 79, line 8, and claim 81, line 10. 

Claims 1, 72, 73, and 81 have been amended to recite "each bill having a value 
associated therewith." Claim 79 has been amended to recite "bills to be transported having a 
value associated therewith." These amendments are believed to overcome the §112, %2 rejection 
by providing an antecedent basis for the phrase '"the value". These amendments are not believed 
to change the scope of the claims. 
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IL §101 Doable Patenting Rejections 

In the Office Action dated June 16, 2004, claims 83-99 were rejected under 35 U.S.C. 
§101 as claiming the same invention as that of claims 42-58 of U.S. Pat. No. 6,351,551 ("the 
'551 patent"). 

This rejection is respectfully traversed. Rejected claims 83-84 recite the act of 
transferring bills to "a single output receptacle." Rejected claims 85-99 recite the act of 
feeding bills to " a single output receptacle," Conversely, claims 42-58 of the £ 551 patent are 
not so limited, but rather their scope covers the transferring or feeding of bills to more than a 
single output receptacle. For example, independent claims 44, 49, 51, 55, 57 of the s 55 1 patent 
recites the act of feeding bills to "one or more output receptacles." Independent claims 42 and 
43 of the '55 1 patent recite transferring bills to "an output receptacle". As well recognized in 
the patent law, the indefinite articles "a" and *'an" in claims using the transitional phrase 
"comprising" means "one or more". Scanner Technologies Corp. v. ICOS Vision Systems Corp., 
365 F.3d 1299, 1304 (Fed. Cir, 2004). 

Accordingly, claims 42-58 of the '551 patent have a different scope than claims 83-99 of 
the present application. Thus, it is respectfully requested that the §101 double patenting 
rejection be withdrawn. 

IL Obviousness-Type Double Patenting Rejections 

A. Obviousness-Typ e Double Patenting Rejection Based on the '697 Patent 

In the Office Action dated June 16, 2004, claim J was rejected under the judicially 

created doctrine of obviousness-type double patenting over claim 5 of U,S. Pat. No. 5,790,697 

Cthe '697 patent"). 
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Applicants respectfully traverse this rejection. Applicants do not believe that the Office 
Action has correctly compared or characterized the various claims discussed in connection with 
this rejection. Applicants are also unable to determine which "feature" of claim 5 of the '697 
patent the Office Action asserts to be extraneous. The citation to col. Ill, lines 24-26 of the 
'697 patent does not seem to make sense. Moreover, Applicants traverse any assertion that such 
a limitation is "extraneous" Applicants do not understand how a limitation of a claim can be 
said to be "extraneous." Applicants also traverse any assertion that it would be obvious to 
"exclude such a extraneous feature" or that claim 1 of the *697 patent teaches such a 
modification and point out that claim I of the '697 patent is not prior art to the present 
application. 

Additionally, to advance the prosecution of this application, a terminal disclaimer 
accompanies this amendment. 

B, Obviousness-Type Double Patenting Rejections Based on the '551 Patent 
In the Office Action dated June 16, 2004, claims 72-82 were rejected under the judicially 
created doctrine of obviousness-type double patenting overclaims l-3 f 6-7, 9, and 13-16 of U.S. 
Pat. No. 6,35 1,551 ("the >551 patent"). 

Applicants respectfully traverse this rejection. Applicants do not believe that the Office 
Action has correctly compared or characterized the various claims discussed in connection with 
this rejection. Although not clear, it appears that the Office Action may be stating that claim 72 
of the present application recites a "single output receptacle." This is incorrect. Claim 72 recites 
"an output receptacle". As mentioned above, the article "an" means "one or more" in claim 72 
which uses the term "comprising." When Applicants mean "single" that term is expressly 
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If there are any matters which may be resolved or clarified through a telephone 
interview, the Examiner is requested to contact the undersigned attorney at the number indicated. 



Dated: September 16, 2004 



Respectful 
B y 




Paul R. Kitch 

Registration No.: 38,206 
JENKENS & GILCHRIST, A PROFESSIONAL 

CORPORATION 
225 W. Washington, Ste. 2600 
Chicago, Illinois 60606-3418 
(312) 425-3900 
(312) 425-3909 (Fax) 
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